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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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6) S Claim(s) 47 and 50-52 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are. subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E3 The drawing(s) filed on 25 November 2003 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments, see page 2 of the remarks filed 2/20/07, with respect to the 
rejection(s) of claim(s) 47 and 50-52 under 35 USC 103 have been fully considered and 
are persuasive. Therefore, the rejection has been withdrawn. However upon further 
consideration, a new ground(s) of rejection is made. 

Information Disclosure Statement 

2. The Information Disclosure Statement filed on 02/20/2007 has been considered. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obvi- 
ousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the in- 
vention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 47 and 50-52 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over CHAN ET AL. (5,917,226) in view of Shaw et al. (5,847,454). 

With regard to claim 47 Chan et al. discloses a beam structure comprising a semi- 
conductor substrate 21'; a first conducting layer 23', a beam 20 positioned relative to the 
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substrate 21', the beam 20 being connected at a first portion 24' thereof to the substrate 
21'; the beam 20 being movable at a second portion 26'; a remaining sacrificial layer 25' 
(the right of the two layers marked 25') between the first portion 24' of the beam 20 and 
the substrate 21 '; and a circuit 1 2 configured to detect electrical contact between the 
second portion 26' of the beam 20 and the first conducting layer. Note figures 1 ,3,5, and 
column 6 lines 14-67 of Chan et al. Chan et al. does not disclose that positioning beam 
20 within a trench having walls extending into the semiconductor substrate 21', position- 
ing first conducting layer 23' over the walls of the trench at selected locations and spac- 
ing second portion 26' from the walls of the trench by a selected distance. 

However, Shaw et al. discloses a method of forming a beam structure comprising 
positioning beam 52 within a trench 54 having walls 78 extending into semiconductor 
substrate 50, positioning a first conducting layer 78 (same # but different part from the 
walls) over the walls 78 of trench 54 at selected locations and spacing a second portion 
74 from the walls of the trench 54 by a selected distance. Note figures 1A-1 J, 3, column 
13 lines 36-48, and column 14 lines 1-41of Shaw et al. It would have been obvious to a 
person having skill in the art to modify Chan et al.'s beam structure by using the trench- 
ing method taught by Shaw et al. to position Chan et al.'s beam 20 within a trench hav- 
ing walls extending into semiconductor substrate 21 ', positioning first conducting layer 
23' over the walls of the trench at selected locations and spacing a second portion 26' 
from the walls of the trench by a selected distance, thus achieving the claimed inven- 
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tion. It is noted that Shaw et al. teaches, "The process of the present invention permits 
fabrication of integrated structures, wherein released beams and other microelectrome- 
chanical structures may be interconnected with an on-chip integrated circuit (IC). In ac- 
cordance with this modification of the process, which is illustrated in FIGS. 5A-5I, an in- 
tegrated circuit 12 wafer can be batch fabricated using standard integrated circuit tech- 
nologies to produce desired circuits and circuit components on the wafer, and thereafter 
a microelectromechanical device can be fabricated on the wafer utilizing the process of 
the present invention without varying the standard I C technology" (column 14 lines 46- . 
54); and that "Any kind of integrated circuit can be on the wafer for connection to the re- 
leased structure" (column 15 lines 31-34). From these statements it is possible to infer 
that application of Shaw et al.'s trenching technique can be applied to modify Chan et • 
al.'s combination of beam 20 and circuit 12 with a reasonable expectation of success- 
fully producing the claimed device. The Examiner explicitly states that the reason (See 
KSR International Co. v. Teleflex Inc., 550 U. S. (2007), slip op. at 14) the combina- 
tion would have been obvious is that the claimed combination is nothing more than the 
application of a known technique (the trenching method of Shaw et al.) to a piece of 
prior art (Chan et al.'s) ready for improvement, with a reasonable expectation of suc- 
cess. 

In a case such as this one, "where an improvement is no more than 'the simple sub- 
stitution of one known element for another or the mere application of a known technique 
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to a piece of prior art ready for improvement,' KSR Int'l Co. v. Teleflex Inc., [127 S.Ct. 
1727, 1740, 82 USPQ2d 1385, 1396 (2007)], no further analysis is required of the Ex- 
aminer." Ex parte Smith, 83 USPQ2d 1 509, 1 51 8 (Bd. Pat. App. & Int. 2007) (Or see 
Slip Op., available at http://\Aww.uspto.gov/web/offices/dcom/bpai/prec/fd071 925.pdf, at 
21). 

With regard to claims 50-52 Chan et al. discloses a beam structure comprising a 
semiconductor substrate 21'; a beam 20 positioned relative to the substrate 21', coupled 
to the substrate 21' at a first portion 24' and a third portion 25' (on the left, opposite part 
24') thereof and movable with respect to the substrate 21 ' at a second portion 26' 
thereof located between the first 24' and third 25' portions; and means comprising an 
electrical circuit 12 having a first input coupled to the beam 20 and a second input cou- 
pled to the substrate 21', the electrical circuit 12 configured to detect electrical continuity 
between the first and second inputs, for detecting contact between the second portion 
26' of the beam 20 and the substrate 21'. Note figures 1,3,5, and column 6 lines 14-67 
of Chan et al. Chan et al. does not disclose positioning beam 20 within a trench extend- 
ing in semiconductor substrate 21', or making the contact between the second portion 
26' of the beam 20 and the substrate 21 ' at a wall of the trench. 

However, Shaw et al. discloses a method of forming a beam structure comprising 
positioning beam 52 within a trench 54 extending in semiconductor substrate 50, and 
making contact between a second portion 26' of the beam 52 and the substrate 50 at a 
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wall 78 of the trench 54. Note figures 1A-1 J, 3, column 13 lines 36-48, and column 14 
lines 1-41 of Shaw et al. It would have been obvious to a person having skill in the art to 
modify Chan et al.'s beam structure by using the trenching method taught by Shaw et 
al. to position beam 20 within a trench extending in semiconductor substrate 21', and 
making contact between second portion 26' of beam 20 and the substrate 50 at a wall of 
the trench, thus achieving the claimed invention. It is noted that Shaw et al. teaches, 
"The process of the present invention permits fabrication of integrated structures, 
wherein released beam 20s and other microelectromechanical structures may be inter- 
connected with an on-chip integrated circuit 12 (IC). In accordance with this modifica- 
tion of the process, which is illustrated in FIGS. 5A-5I, an integrated circuit 12 wafer can 
be batch fabricated using standard integrated circuit 12 technologies to produce desired 
circuit 12s and circuit 12 components on the wafer, and thereafter a microelectrome- 
chanical device can be fabricated on the wafer utilizing the process of the present in- 
vention without varying the standard IC technology" (column 14 lines 46-54); and that 
"Any kind of integrated circuit 12 can be on the wafer for connection to the released 
structure" (column 15 lines 31-34). From these statements it is possible to infer that ap- 
plication of Shaw et al.'s trenching technique can be applied to modify Chan et al.'s 
combination of beam 20 and circuit 12 with a reasonable expectation of successfully 
producing the claimed device. The Examiner explicitly states that the reason (See KSR 
International Co. v. Teleflex Inc., 550 U.S. (2007), slip op. at 14) the combination 
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would have been obvious is that the claimed combination is nothing more than the ap- 
plication of a known technique (the trenching method of Shaw et al.) to a piece of prior 
art (Chan et al.'s) ready for improvement, with a reasonable expectation of success. 

In a case such as this one, "where an improvement is no more than 'the simple sub- 
stitution of one known element for another or the mere application of a known technique 
to a piece of prior art ready for improvement,' KSR Int'l Co. v. Teleflex Inc., [127 S.Ct. 
1727, 1740, 82 USPQ2d 1385, 1396 (2007)], no further analysis is required of the Ex- 
aminer." Ex parte Smith, 83 USPQ2d 1509, 1518 (Bd. Pat. App. & Int. 2007) (Or see 
Slip Op., available at http://www.uspto.gov/web/offices/dcom/bpai/prec/fd071925.pdf, at 
21). 

Allowable Subject Matter 

4. Claim 1 3-27 and 34-46 are allowed over the references of record for the reasons re- 
cited in the action mailed 11/17/2006. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the ex- 
aminer should be directed to Thomas L. Dickey whose telephone number is 571-272- 
1913. The examiner can normally be reached on Monday-Thursday 8-6. 

> 

If attempts to reach the examiner by telephone are unsuccessful, please contact the 
examiner's supervisor, Sue A. Purvis, at 571-272-1236. The fax phone number for the 
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organization where this application or proceeding is assigned is 571-273-8300. Informa- 
tion regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpub- 
lished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 
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